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Response to Claim Rejections Under 25 U.S.C. §103 

Claim 1 was rejected by the Examiner under 35 U.S.C. §1 03(a) as being 
unpatentable over Carter (U.S. Pat. No. 4.863.470) or Sinalko (U.S. Pat. No. 
3.341.417). Fulton. Ill et al. (U.S. Pat. No. 6.270.464). and further In view of Foerster et 
al. (U.S. Pat. No, 6,228,055). Claim 1 has been cancelled without prejudice so this 
rejection is presently moot. 

Claims 35-38, 50-52 and 59-64 were rejected by the Examiner under 35 U.S.C. 
§103(a) as being unpatentable over Fulton, III et al. C464), in view of Yamamoto (U.S. 
Pat. No. 4.847,049) and further in view of Foerster et al. (*055). Fulton, III et al. makes 
reference to aiding the visual detectability of a bioabsorbable element by the use of a 
coloring agent, enhancing the radiographic detectability by a radiopaque marker and 
enhancing the ultrasonic detectability by special treatment of the bioabsorbable 
element. (See ool. 3, lines 54-59)^. However, the Fulton. Ill et al. makes no reference 
that a marker may have detectability via a coloring agent and have ultrasonic or 
radiographic detectabiiity. Moreover, the Fulton, III et al. reference fails to teach a 
plurality of bioabsorbable elements with at least one being radiographically detectable 
and at least one being ultrasonically detectable. Additionally, Fulton, III et al. fails to 
disclose or suggest a single marker element which Is both radiographically detectable 
and ultrasonically detectable. For example, In column 6, lines 39-41 of Fulton, III et al. 
reference is made to facilitating delivery by a bioabsorbable element containing a 
radiopaque marker having properties to aid ultrasonic detection, but not both. 
Yamamoto refers to fixing silver ions to renatured collagen to protect against bacterial 
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and fungal attach. After fixing the silver ion to collagen, the silver-chelated collagen is 
subjected to ultraviolet radiation. There is no disclosure of a plurality of marker bodies 
and particularly at least one marker body which is radiographically detectable and at 
least one marker body which is ultrasonically detectable. None of the secondary 
references make up for the deficiencies of the primary reference, Fulton, III et al. The 
Examiner contends that it would be obvious to fix silver ions to the marker bodies to 
protect against bacterial and fungal attack. However, this contention is supposition on 
the Examiner's part because there is no suggestion that bacterial and fungal attack is a 



problem with marker bodies in any of the references. 

Claims 44, 53, 54 and 56-58 were rejected by the Examiner under 35 U.S.C. 

§1 03(a) as being unpatentable over Fulton, III et al. ('464), in view of Foerster et al. 
('055). These claims all call for a plurality of markers for a single biopsy site with at 
least on being ultrasonically detectable and at least one being radiographically 
detectable. As mentioned above neither Fulton, III et al. or Foerster et al suggest this 
combination. 

Claims 45-49 were rejects by the Examiner under 35 U.S.C. §1 03(a) as being 
unpatentable over Fulton. Ill et al. ('464). in view of Yamamoto ('049) and further in 
view of Foerster et ai. (’055>. In this rejection the Examiner relies upon Yamamoto for 



the disclosure of fixing a silver ion to a marker formed of bioabsorbable material. 



However, claim 45 and the claims depending from claim 45 require a plurality of 
markers with at least one marker being ultrasonically detectable and at least one marker 
being radiographically detectable. As mention above neither the teaching of Fulton, III 
et al. ('464) or the teachings of Foerster et al. or the combined teachings suggest a 
system for delivery of a plurality of markers with at least one marker being ultrasonically 
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detectable and at least one marker being radiographically detectable. Yamamoto fails 
to make up for the deficiencies of Fulton, III et al. and Foerster et al. 

Applicants have added new claims 65—108 which include the feature of the 
delivery cannula having a distal end configured to extend into a biopsy cavity, a 
discharge opening in a side of the distal end and a ramp within an inner lumen directed 
to the discharge opening to direct one or more markers out of the opening into the 
biopsy cavity. 

Applicants request that the references listed on the attached 1449 Form be 
considered with the new claims. These references disclose ramps leading to a 
discharge opening but neither reference teach a plunger which drives one or more 
markers up the ramp, out the discharge opening and into a biopsy cavity from which 
tissue has been removed. Copies of the listed references are included for the 
convenience of the Examiner. 

Conclusiona 

Applicants believe that the pending claims as amended above and the newly 
added claims are directed to patentable subject matter Reconsideration and an early 
allowance of the pending claims are earnestly solicited. 

Respectfully submitted, 



DUANE MORRIS LLP 

One Market, Spear Tower, Suite 2000 

San Francisco, Callfomla 94105 

Telephone: (415)957-3000 

Facsimile: (415) 957-3001 

Direct Dial: (415)957-3067 



By: 

Edward J. Lyn6h / ^ 

Registration f^o. 24,422 
Attorney for Applicants 
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